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Status of Application 

1 . Acknowledgement is made of amendments filed 08/1 0/2009. Upon entering the 
amendments, the claims 1-3 are amended and claims 4-12 are added. 

Election/Restrictions 

2. Newly submitted claims 10-1 1 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: the claims are 
drawn to a method of making a coloration agent by using shot waste. As discussed in 
the previous office action, a coloration agent made from a mixture of metal and metal 
oxide raw materials would be equivalent to one wherein the mixture resulted from shot 
waste. Thus, the specification in the product claims that the material is shot waste is a 
product-by-process limitation, and does not hold patentable weight in distinguishing the 
claims over the equivalent prior art agent. That an equivalent agent could be made from 
a method patentably distinct from that of instant claims 10-1 1 shows that the newly filed 
invention is distinct from that elected by original disclosure (the product claims). 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 10-11 withdrawn from consideration as 
being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 821 .03. 
Rejections Withdrawn 

3. Claims 1-3 have been amended to overcome the 1 12 indefiniteness rejections 
set forth in the previous office action. Therefore, these grounds of rejection have been 
withdrawn. 
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Claim Rejections - 35 USC § 102 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 1-2 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Mitchell etal (US 5294513). 

Regarding claims 1-2, the claims are drawn to a coloration agent that is 
comprised of metal powder and a metal oxide powder contained in the metal powder. 
The limitation that states the coloration agent is for use in ceramic articles is an 
intended use for the claimed product, and thus does not hold patentable weight. The 
source for the metal powder is a product-by-process limitation because the mere 
statement that the powder is from a certain source does not impart structural or 
compositional limitations on the powder. Therefore, the claimed coloration agent is 
understood to be a mixture of metal powder and metal oxide powder. Mitchell et al 
teaches encapsulated toner particles wherein said particles comprise a powder mixture 
that can comprise iron powder and iron oxide powder (see column 4, lines 33-42). Thus, 
Mitchell et al teaches a coloration agent (toner) that comprises a mixture of iron oxide 
and iron metal. As discussed above, this meets the limitations of claims 1 and 2, and 
thus the claims are anticipated by Mitchell et al. 

Regarding claim 4, as discussed above, the mixture of metal oxide powder and 
metal powder taught by Mitchell et al is iron metal and iron oxide. 

6. Claims 1 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Lewis et al (US 2003/0051580). 
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Regarding claims 1 and 5, Lewis et al teaches a process for producing a mixture 
of copper metal powder and copper oxide powder (see paragrapiis 0019 and 0040) that 
is used as a pigment (see paragraph 0016). As discussed above, the claims are drawn 
to a coloration agent that is comprised of metal powder and a metal oxide powder 
contained in the metal powder. The limitation that states the coloration agent is for use 
in ceramic articles is an intended use for the claimed product, and thus does not hold 
patentable weight. The source for the metal powder is a product-by-process limitation 
because the mere statement that the powder is from a certain source does not impart 
structural or compositional limitations on the powder. Therefore, the claimed coloration 
agent is understood to be a mixture of metal powder and metal oxide powder. Lewis et 
al meets the limitations of instant claims 1 and 5, and the claims are thus anticipated by 
the prior art. 

7. Claims 1, 6, and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Lee et al (US 6342461). 

Regarding claims 1 and 6, Lee et al teaches a ceramic composition comprising 
clay and waste materials that can include aluminum dross (see Abstract and column 2, 
lines 36-47). Aluminum dross is a mixture of aluminum metal and aluminum oxide 
powders (see column 5, lines 35-38). The aluminum dross would act as a colorant when 
mixed with the clay components of the Lee et al ceramic. As discussed above, the 
claims are drawn to a coloration agent that is comprised of metal powder and a metal 
oxide powder contained in the metal powder. The limitation that states the coloration 
agent is for use in ceramic articles is an intended use for the claimed product, and thus 
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does not hold patentable weight. The source for the metal powder is a product-by- 
process limitation because the mere statement that the powder is from a certain source 
does not impart structural or compositional limitations on the powder. Therefore, the 
claimed coloration agent is understood to be a mixture of metal powder and metal oxide 
powder. Lee et a! meets the limitations of instant claims 1 and 6, and the claims are 
thus anticipated by the prior art. 

Regarding claim 9, Lee et al teaches that the clay composition includes electric 
arc furnace (EAF) dust along with the aluminum dross (see claim 4) and that the EAF 
dust contains chromium oxide and manganese oxide (see Table 1 ). 

Claim Rejections - 35 USC § 103 

8. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

9. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Frame (US 52781 1 1 ) in view of Strange (US 4369062). 

Regarding claims 1-2, Frame teaches a process for producing brick (ceramic) by 
mixing electric arc furnace dust with clay materials (see Abstract and claim 1). Frame 
teaches that the electric arc furnace (EAF) dust is from the manufacture of steel and 
thus comprises a high iron content (see Table 1). Frame teaches that the use of the 
EAF dust imparts significant advantages such as increased density and the reduction of 
waste. Frame also teaches that use of the metal waste dust imparts uniform color 
throughout the brick body, indicating that the metal waste dust acts as a coloration 
agent (see column 6, lines 1-8). 
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The instant claims differ from Frame because Frame teaches that the coloration 
agent comprises a metal powder derived from electric arc furnace dust and not from 
shot waste. However, it would have been obvious to one of ordinary skill in the art to 
modify Frame in view of Strange in order to use shot waste in place of EAF dust 
because Strange teaches a process for forming clay products using said shot waste. 

Strange teaches a method of using shot waste by mixing iron dust separated 
from shot waste with clay to form briquettes (see Abstract and column 2, lines 10-17). 
The Strange teachings would indicate to one of ordinary skill that shot waste was known 
as a material that could be advantageously reused by creating materials mixed with 
clay. Because Strange teaches a similar process of mixing the waste with clay as 
Frame teaches, one of ordinary skill would have understood that the shot waste could 
be used as an equivalent metal waste material to produce equivalent and expected 
results in the Frame bricks (ceramics). When substituting shot waste into the Frame 
bricks, it would act as a coloration agent in the same manner as the EAF dust. 
Therefore, a coloration agent as disclosed in instant claims 1-2 is obvious and not 
patentably distinct over the teachings of Frame in view of Strange. 

Regarding claim 3, as discussed above. Frame in view of Strange teaches a clay 
raw material mixed with a coloration agent that meets the limitations of instant claims 1 
and 2. The clay/coloration agent would be a color developed clay. Frame teaches that 
the EAF dust (coloration agent) is added to the clay material in an amount of less than 
60 wt% (see column 3, lines 45-51). This range overlaps the instantly claimed range. 
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Per MPEP 2144.05, in tlie case where the claimed ranges "overlap or lie inside ranges 
disclosed by the prior art" a prima facie case of obviousness exists. 

10. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lee et al 
(US 6342461). 

Regarding claim 3, as discussed above, Lee et al teaches a clay containing 5-15 

wt% aluminum dross. As also discussed above, this is equivalent to a shot waste 
material. Thus, claim 3 is obvious and not patentably distinct over the teachings of Lee. 

1 1 . Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lee et al 
(US 6342461) in view of Harrison (US 5268131). 

Regarding claim 12, the claim differs from Lee et al as applied above because 
Lee does not teach that the clay used in the composition is kaolinite. However, it would 
have been obvious to one of ordinary skill in the art to modify Lee et al in view of 
Harrison in order to use kaolinite as the clay material because Harrison teaches that this 
clay is advantageously used in similar process of converting waste material into a 
ceramic product. Harrison teaches of producing a ceramic product from waste products 
such as fly ash (see Abstract). This is similar to the method taught by Lee and 
discussed above. Harrison teaches that kaolinite is a useful clay for the process (see 
column 4, lines 5-7). One of ordinary skill would have been motivated to use kaolinite in 
the Lee product because while Lee gives a clay composition, no specific commercial 
name for an appropriate clay is taught. One would find such information in the teachings 
of Harrison. As kaolinite has a similar composition to the clay taught by Lee, one would 
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recognize tliat it is an equivalent clay that could be used to produce equivalent and 
expected results. Therefore, claim 12 is obvious and not patentably distinct over the 
prior art of record. 

Allowable Subject Matter 

12. Claims 7-8 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form Including all of the limitations of the 
base claim and any intervening claims. The prior art, either alone or in combination, fails 
to teach a colorant comprising a metal powder that is composed of 70-80 wt% iron 
along with containing a metal oxide powder. The prior art also fails to teach a colorant 
comprising a metal powder that is composed of 60-65 wt% ferric oxide powder. 

Response to Arguments 

1 3. Applicant's arguments filed 08/1 0/2009 have been fully considered but are not 
persuasive. 

Applicant argues that because the Mitchell toner particles comprise a 
hydrophobic shell, they do not read on instant claims 1-2. However, the instant claims 
are written using open "comprising" language, and thus encompass products containing 
the components of the claim along with any other component. As such, a prior art 
coloration agent containing the components of the instant claim along with other 
components (such as a hydrophobic shell) read on the claims. Therefore, this line of 
argument is not persuasive. 
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Applicant further argues with respect to the rejection over Frame in view of 
Strange that because Strange contains less of the clay component than is present in the 
instant claims, the instant claims are non-obvious. However, Strange was only used in 
the previously issued rejection to show that EAF dust and shot waste can be used 
equivalently as recycled waste products in clay-containing ceramic articles. Frame 
teaches waste product (EAF dust or shot waste) in amounts that overlap the instantly 
claimed ranges. Because Strange was used to show the equivalency of the two 
components, and not to show proportions of waste product to clay, this line of argument 
is not persuasive. 

For the above reasons, the grounds of rejection previously issued are 
maintained. 

Conclusion 

14. All the pending claims are rejected. 

1 5. Applicant's arguments are not persuasive, and the previously issued grounds of 
rejection are maintained for the previously presented claims. Therefore, THIS ACTION 
IS MADE FINAL. 

16. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 



Application/Control Number: 10/598,240 Page 10 

Art Unit: 1793 

the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NOAH S. WIESE whose telephone number is (571)270- 
3596. The examiner can normally be reached on Monday-Friday, 7:30am-5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Noah Wiese 

05 November 2009 

AU 1793 
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